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(1) REAL PARTY IN INTEREST 

The real party in interest in the present pending appeal is Distributed Delivery Networks, 
Inc., the assignee of the above-referenced application. 

(2) RELATED APPEALS AND INTERFERENCES 
There are no related appeals, interferences, or litigation. 

(3) STATUS OF THE CLAIMS 

Claims 60-1 12 are pending. Claims 1-59 have been canceled. 

Claims 60-1 12 stand rejected. 

The rejection of claims 60-1 12 is appealed. 

(4) STATUS OF AMENDMENTS 

The last amendment was filed on April 25, 2006, and was responsive to the Final Office 
Action of March 6, 2006, and the Advisory Action of April 11, 2006. The April 25, 2006 
Amendment was entered for purposes of appeal pursuant to the Advisory Action of May 18, 
2006. 

(5) SUMMARY OF THE INVENTION AND OF CLAIMED SUBJECT MATTER 
The invention defined by the claims in the pending appeal relates to a method of 

dispensing prescription medication. While it is important for patients to be able to obtain their 
prescriptions, the hours of operation of the pharmacy provides a limitation for many people. 
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Likewise, some pharmacies are so busy that customers must wait for prescriptions to be filled, 
and other pharmacies have difficulty with staffing because of the shortage of pharmacists. (2:12- 
3:16) 

The claims of the present invention describe methods which help alleviate these concerns 
by placing filled prescriptions (i.e. containers of medication labeled with the patient's name and 
other relevant information such as frequency and dosing) in an automated dispensing unit. The 
filled prescriptions can be placed in the dispensing unit at times convenient to the pharmacist. 
The location of each filled prescription is recorded so that the prescription can be retrieved when 
needed. (6:10-8:18) 

The filled prescription(s) for a particular patient can be retrieved from the dispensing unit 
by the patient whenever it is convenient. A number of security procedures are provided to 
prevent a patient from receiving the wrong prescription. Additionally, the invention allows the 
insurance company or other third party payer to be billed when the medication is actually 
dispensed to the patient, rather than billed when the prescription is filled, thereby eliminating the 
need for charge backs caused by patients who fail to pick up their prescriptions. (6:10-8:18) 

The elements of the independent claims are hereby presented with reference numerals 
corresponding to the drawings and with reference to the specification so as to allow for easier 
understanding of the claimed invention. 

60. (Previously Presented) A method for dispensing medication comprising: 

filling a prescription by placing information unique to a single patient on a 

container of medication (29:13-17; 41:10-12); 

utilizing an automated medication dispenser (12:4-1 1; FIG. 1, 4; 21:16- 

22:7; FIG. 2, 1 12), the dispenser being located in a pharmacy (FIG. 2, 104) such 
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that a first side (27:10-28:16; FIG. 2, 162) of the dispenser is accessible by a 
pharmacy worker and such that a second side of the dispenser is accessible to the 
public (24:5-9; FIG. 2, 108), the dispenser having a plurality of receptacles (25:7- 
14; FIG. 2, 152) configured for receiving filled prescriptions and having a control 
portion configured for operating the dispenser (12:4-1 1; FIG. 1, 16; 21:20-22; 
FIG. 2, 116); 

loading the filled prescription into one of the plurality of receptacles 
through the first side of the dispenser (21:5-15, 38:10-20, FIG. 6, step 3, FIG. 8, 
step 3); 

storing information associated with the single patient sufficient to identify 
the single patient electronically in the controller (16:19-17:7); 

storing the location of the filled prescription within the dispenser via the 
control portion (16:19-17:7); 

associating the location of the filled prescription with the information 
associated with the single patient in the controller (16:19-17:7); 

providing access to the second side of the dispenser so as to allow a 
customer to input information associated with the single patient into the controller 
(6:20-7:3); 

dispensing the prescription to the customer once the information 
associated with the single patient has been entered (8:10-18). 
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69. (Previously Presented) A method for dispensing prescriptions comprising: 

transmitting at least one prescription for medication to a pharmacist 
(19:12-17, FIG. 8, step 1); 

filling the at least one prescription by preparing a container of medication 
bearing information specific to an identified patient (29:13-17; 41:10-12); 

utilizing an automated prescription dispensing machine, the machine 
having a plurality of receptacles configured for receiving filled prescriptions 
comprising labeled containers of medication and having a control portion 
configured for controlling the dispensing of the filled prescriptions from the 
machine (29:12-30:6, FIG. 2, 116, 152, FIG. 8, step 3); 

loading the at least one filled prescription into one of the plurality of 
receptacles (29:12-30:6); 

entering the location of the at least one filled prescription, patient 
information, and prescription information into the control portion (29:12-30:6); 

providing means whereby a customer may enter information (The means 
includes a patient interface (FIG. 2, 108) which may include data interface 24 
(FIG. 1) or 124 (FIG. 2), which may have a fingerprint or retinal scanner (13:3-6), 
a keyboard (22:1), or a magnetic card reader (22:5, FIG. 2, 126)); 

automatically verifying the prescription with the customer after the 
customer enters sufficient information to confirm the identity of a patient (44: 14- 
45:22); and 

dispensing at least one of the at least one filled prescriptions to the 
customer after verification of the prescription (45:9-22). 
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75. (Previously Presented) A method for dispensing prescription medication 
comprising: 

receiving a plurality of written or electronic prescriptions for medication 
corresponding to a plurality of different patients at a pharmacy (3 1 :7-19); 

filling the plurality of prescriptions by preparing containers of medication 
having information specific to an identified patient thereon (29:13-17; 41:10-12); 

utilizing an automated medication dispenser which is accessible to the 
public, the dispenser having a plurality of receptacles configured for receiving a 
plurality of filled prescriptions, and having a control portion for controlling the 
dispensing of medication from the dispenser (29:12-30:6, FIG. 2, 116, 152, FIG. 
8, step 3); 

loading the plurality of filled prescriptions in the plurality of receptacles (29:12- 

30:6); 

entering the location of each of the plurality of filled prescriptions and 
information associated with each patient of the plurality of different patients into 
the control portion (29:12-30:6); 

correlating the location of each of the plurality of filled prescriptions to 
the information entered for the corresponding patient (29:12-30:6; 34:17-35:1; 
43:7-17)); 

receiving at least two pieces of information from a customer and verifying 
whether the information entered properly identifies a patient corresponding to a 
filled prescription which is stored in the dispenser (44:14-23); and 
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dispensing a filled prescription from the dispenser in response to entry of 
information by a customer which corresponds to that prescription and to the 
patient (45:1-21). 

81. (Previously Presented) A method for dispensing filled prescriptions, the 
method comprising: 

filling a prescription by preparing a container of medication with a label 
bearing patient information (29:13-17; 41:10-12); 

loading the filled prescription into an automated prescription dispensing system 
disposed so as to be accessible from both sides of a pharmacy wall, one side inside the 
pharmacy being configured for loading prescriptions into the automated prescription 
dispensing system, and another side being configured for dispensing the filled 
prescription to the public on the opposing side of the pharmacy wall (29:12-30:6, FIG. 2, 
104, 108, 116, 152, FIG. 8, step 3); and 

dispensing the filled prescription to a customer outside the 
pharmacy wall in response to information input by a person (FIG. 2, 104, 108; 
24:5-9); 

wherein the method further comprises requiring multiple pieces of 
information associated with a patient and verifying at least one of patient information 
and prescription information with the person prior to dispensing the filled 
prescription (44:14 - 45-22). 
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82. (Previously Presented) A method for dispensing filled prescriptions, the 
method comprising: 

filling a prescription by preparing a container of medication with a label 
bearing patient information (29:13-17; 41:10-12); 

loading the filled prescription into an automated prescription dispensing 
system disposed so as to be accessible from both sides of a pharmacy wall, one 
side inside the pharmacy being configured for loading prescriptions into the 
automated prescription dispensing system, and another side being configured for 
dispensing the filled prescription to the public on the opposing side of the 
pharmacy wall (29:12 - 30:6, FIG. 2, 104, 108, 116, 152, FIG. 8, step 3); and 

dispensing the filled prescription to a customer outside the pharmacy wall 
in response to information input by a person (FIG. 2, 104, 108; 24:5-9), 

wherein the method comprises scanning information about the filled prescription 
and sending the information to a control unit (29:12 - 30:6). 

95. (Previously Presented) A method for dispensing a prescription, the method 
comprising: 

filling a prescription by preparing a container of medication having a 
patient's name and other prescription information thereon by pharmacy personnel 
(29:13-17; 41:10-12); 

pharmacy personnel placing the filled prescription in a medication holding 
receptacle of a prescription dispensing system having a medication holding area 
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with a plurality of medication holding receptacles (29:12 - 30:6, FIG. 2, 104, 116, 
152, FIG. 8, step 3); 

electronically scanning the prescription to thereby store information about 
the prescription in an electronic control portion of the prescription dispensing 
system (29:12-30:6); 

correlating the location of the filled prescription with the information 
about the filled prescription (39:12-20); 

dispensing the filled prescription directly to a customer after the customer 
inputs information correlated to at least one of the prescription and patient to 
verify that the customer is authorized to receive the prescription (44:14 - 45:22). 

101. (Previously Presented) A method for dispensing prescription medication 
comprising: 

transmitting a plurality of prescriptions for a plurality of patients to a 
pharmacy (31:7-19); 

filling the plurality of prescriptions by preparing containers of medication 
having information specific to a patient disposed thereon (29: 1 3-1 7; 41 : 10-12); 

utilizing an automated prescription dispensing machine located in a 
pharmacy which is accessible to a pharmacist for loading prescriptions into the 
dispensing machine and accessible to the public for dispensing prescriptions from 
the dispensing machine, the prescription dispensing machine comprising a 
plurality of prescription receiving structures, a control portion, and a customer or 
patient interface (29:12 - 30:6, FIG. 2, 104, 108, 116, 152, FIG. 8, step 3); 
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entering information regarding each of the plurality of patients into the 
control portion, the information being sufficient to identify each of the plurality of 
patients (29:12-30:6); 

loading the plurality of prescriptions into the dispensing machine by 
disposing the prescriptions on or in the plurality of prescription receiving 
structures (29:12 -30:6, FIG. 2, 152); 

correlating the location of each of the prescriptions to the identity of the 
patient corresponding to the prescription (29:12 - 30:6; 39:12-20); 

allowing a customer to enter information associated with a filled 
prescription or patient into the computer controller via the customer or patient 
interface (44:14-45:22); 

confirming that a prescription for the patient is loaded into the dispensing 
machine (8:7-9; 35:18 - 36:8); 

receiving payment from the patient for the prescription (44:14 - 45:22); 

and 

dispensing the prescription to the patient by moving the prescription from 
the prescription receiving structure and dropping the prescription into a 
dispensing trough separate from the prescription receiving structure (14:20-15: 
44:14-45:22). 

103. (Previously Presented) A method for providing a prescription to a patient 
comprising: 

transmitting the prescription to a pharmacy (3 1 :7-l 9); 
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having a pharmacist fill the prescription by preparing container of 
medication having information specific to the patient (29:13-17; 41:10-12); 

utilizing an automated dispenser, the dispenser being located at least 
partially in the pharmacy and having a plurality of prescription receiving 
structures for holding a plurality of prescriptions, and configured for allowing the 
patient to receive the prescription without interaction with the pharmacist (29:12 - 
30:6, FIG. 2, 104, 108, 1 16, 152, FIG. 8, step 3); 

having the pharmacy staff load the prescription into the dispenser by 
placing the prescription on or in one of the plurality of prescription receiving 
structures (29:12 -30:6, FIG. 2, 152); 

sensing the prescription via sensors integral to the automated dispenser to 
verify the location of the prescription (35:18-23); 

associating the location of the prescription with the identity of the patient 
in a dispenser controller (29: 12 - 30:6; 39: 12-20); 

.allowing a customer to enter information into the dispenser associated 
with a filled prescription (44: 14 - 45:22); and 

dispensing the prescription to the customer (14:20 - 15:8, FIG. 1, 40; 24:5- 
9, FIG. 2, 140; 44:14-45:22). 

107. (Previously Presented) A method for dispensing prescription medication 
comprising: 

loading a filled prescription comprising a container of medication bearing 
information specific to a patient into one of a plurality of receiving structures of 
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an automated prescription dispenser, the dispenser being located in a pharmacy so 
as to be accessible to pharmacy personnel and to pharmacy customers (29:12 - 
30:6; FIG. 2, 104, 152); 

sensing the prescription with an electronic sensor to verify the location of 
the prescription (15:16-18; 26:13-18; 29:12 -30:6; FIG. 2, 160, 178); 

receiving, from a customer, identifying information through a control 
portion of the dispenser information that is sufficient to confirm the identity of the 
customer; 

requiring the customer to enter multiple pieces of information to confirm 
the identity of the patient and/or prescription (44: 14 - 45:22); 

the dispenser verifying the prescription with the customer (44:14 - 45:22); 

and 

dispensing the prescription from automated prescription dispenser to the 
customer after verification of the prescription (44:14 - 45: 22). 

(6) GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

(A) Whether claims 60-80, 93 and 95-1 12 were properly rejected under 35 U.S.C. § 
103(a) as being unpatentable over Williams et al. (U.S. Pat. No. 5,597,995) in view of Schlamp 
(U.S. Pat. No. 5,385,265) and further in view of Liff et al. (U.S. Pat No. 5,713,485). 

(B) Whether claims 81-94 were properly rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Williams et al. in view of Schlamp. 
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(7) ARGUMENT 

(A) The Examiner's rejection of claims 60-80, 93 and 95-1 12 was improper and 
should be reversed. 

The Final Office Action commits plain error by repeatedly failing to make out a prima 
facie case of obviousness. Specifically, the Final Office Action fails to identify any teaching 
inherent within the cited references which suggests their combination, let alone teachings which 
would suggest their combination in such a manner that would contain each and every element of 
any of the claims. Thus, the rejection is improper and should be reversed. 

Additionally, the Final Office Action relies on the combination of Williams et al. (U.S. 
Pat. No. 5,597,995) in view of Schlamp (U.S. Pat. No. 5,385,265) and Liff et al. (U.S. Pat No. 
5,713,485) in order to reject 40 pending claims, but fails to analyze the specific claim elements 
and show there they are taught in the combination. Rather, the entire analysis rejecting 40 
claims (with a variety of different points of novelty) provides only vague generalities and is only 
two pages long. In fact, the rejection only specifically references two dependent claims. Even 
with regard to those two claims, the Final Office Action fails to show where the actual elements 
of the claims are set forth in the prior art relied upon. For example, the Final Office Action fails 
to show where the cited art teaches: 

"utilizing an automated medication dispenser . . and "loading the filled 
prescription into one of the plurality of receptacles through the first side of the 
dispenser" as taught in Claim 60; 

• "providing counseling regarding the prescription to the customer via the 
automated dispenser" as set forth in Claim 66; 

• "automatically verifying the prescription with the customer after the customer 
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enters sufficient information to confirm the identity of a patient" as claimed in 
Claim 69; 

"automatically billing an insurance company for at least a part of the prescription, 
at the time of sale" as set forth in Claim 77; 

"wherein the method further comprises requiring multiple pieces of information 
associated with a patient and verifying at least one of patient information and 
prescription information with the person prior to dispensing the filled 
prescription" as taught in Claim 81; 

"wherein the method comprises scanning information about the filled prescription 
and sending the information to a control unit" as set forth in Claim 82; 
"using a sensor to determine if a filled prescription is in a medication holding 
receptacle" as claimed in Claim 86; 

"dropping the filled prescription into a trough from which it can be retrieved by a 
customer in response to information input by a customer" as taught in Claim 91 ; 
"electronically scanning the prescription to thereby store information about the 
prescription in an electronic control portion of the prescription dispensing 
system" as set forth in Claim 95; 

"dispensing the prescription to the patient by moving the prescription from the 
prescription receiving structure and dropping the prescription into a dispensing 
trough separate from the prescription receiving structure" as claimed in Claim 
101; 

"sensing the prescription via sensors integral to the automated dispenser to verify 
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the location of the prescription" as claimed in Claim 103; 
"associating each of the plurality of prescriptions with the identity of the patient 
corresponding to each of the plurality of prescriptions" as set forth in Claim 105; 
"the dispenser verifying the prescription with the customer" as set forth in Claim 
107; and 

"scanning the prescription before or during loading to enter information about the 
prescription into the control portion of the dispenser" as taught in Claim 1 10. 
Many of these elements were specifically argued by Applicant as being points of novelty. 
By failing to specifically address the claim language, the Final Office Action has failed to 
demonstrate a prima facie case of obviousness. Additionally, it fails to make out a prima facie 
case of obviousness by showing why one of ordinary skill in the art would rely on the art cited, 
and what teachings suggest a combination of elements as set forth in the claims. The numerous 
failings of the Final Office Action are discussed in detail below. 

( 1 ) Lack of Prima Facie Case of Obviousness 
The initial burden of presenting a prima facie case of obviousness rests with the 
examiner. In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443m 1444 (Fed. Cir. 1992). It is 
impermissible to conclude that an invention is obvious based solely on what the examiner 
considers to be basic knowledge or common sense. See In re Zurko, 258 F.3d 1379, 1386, 59 
USPQ2d 1613, 1697 (Fed. Cir. 2001). Thus, the burden is on the examiner to identify concrete 
evidence in the record to support his conclusion that it would have been obvious to employ the 
device taught in Schlamp in combination with the pharmacy of Williams and the machine of Liff 
et al. See In re Kotzab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1316-17 (Fed. Cir. 2000). This 
burden can only be met by showing either "some objective teaching in the prior art or that 
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knowledge generally available to one of ordinary skill in the art would lead that individual to 
combine the relevant teachings of the references." In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 
1596, 1598 (Fed. Cir. 1988) (citations omitted). 

The Final Office Action fails to identify an objective teaching in the prior art which 
suggests either the combination of the references, or their selective combination so as to meet 
each element of the claims. Rather, the Examiner asserts that a patent related to a pharmacy, a 
machine for holding medication in a doctor's office and a patent related to a large vending 
machine are analogous because they both relate to article handling. (Final Office Action page 
3). The standard for combining references is not that they share some common aspect, but rather 
that there is some teaching which suggests their combination in order to have each element of 
the claims. Simply put, neither Williams nor Liff et al. provide any suggestion of using an 
automated dispenser for dispensing filled prescriptions directly to a patient. To the contrary, 
Williams teaches pharmacy staff dispensing the filled prescription to the customer. See 
Williams, Col. 10, lines 53-56. Liff et al. teaches medical staff giving the filled prescription to 
the patient. See Liff et al., Col. 1, Lines 64-66. 

While Liff et al. does suggest that the machine could be used to deliver containers of 
medication directly to a patient, Col. 5, lines 15-25, Liff et al. would also require the patient to 
scan the container of medication and receive a printed label with prescription information and to 
print instructions for use. Col. 5, lines 26-3 1 . One of skill in the art would appreciate that such 
a scenario is a disaster waiting to happen. If the patient obtained two or more containers of 
medication and accidentally misapplied the labels, he or she may be getting a potentially fatal 
overdose of one medication, and a non-therapeutic dose. Furthermore, it is usually illegal to 
dispense prescription drugs to a patient without the prescription information on the container or 
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packaging. 

Thus, there is no teaching in the pharmacy patents which suggest that it would be 
desirable for a pharmacist to fill the prescription and then use an automated prescription filling 
device to dispense a filled prescription. Williams et al. and Liff et al. teach just the opposite - 
systems to speed up the filling of the prescription. 

Likewise, there is no teaching in Schlamp that the device could be use for dispensing 
controlled substances, such as filled prescriptions. To the contrary, Schlamp teaches that goods 
are simply placed in a compartment that has been identified with a customer number and the 
price of the product. The customer then obtains the goods by entering an account number and/or 
customer number. Schlamp, Col. 5, line 47 - Col. 6, line 45. The only teaching that a vending 
device similar to Schlamp could be used to improve dispensing of filled prescriptions is 
Applicant's pending application and several applications of others which were filed years after 
Applicant's priority date. Thus, the rejection is improper under 35 U.S.C. § 103. 

(2) The combination of Williams, Schlamp and Liff et al. has not been 
supported 

In establishing a prima facie case of obviousness, the PTO "cannot use hindsight 
reconstruction to pick and choose among isolated disclosures in the prior art to deprecate the 
claimed invention.' 1 Id. at 1600. While Applicant admits that virtually every element of a claim 
may be found somewhere in the prior art, this is not the test to determine whether the prior art 
renders the invention obvious. Rather, M [t]he test is whether the claimed invention as a whole, in 
light of all the teachings of the references in their entireties, would have been obvious to one of 
ordinary skill in the art at the time the invention was made." Connell v. Sears, Roebuck & Co., 
220 U.S.P.Q. 193, 199 (Fed. Cir. 1983). 
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In the Final Office Action, the Examiner asserts that it would have been obvious to 
combine Williams, Schlamp and Liff et al. because Schlamp teaches holding a merchant's goods 
and Williams teaches the use of a will call area. The Examiner asserts it would be obvious to 
use Schlamp so that medication can be placed in one side and taken from the other, but fails to 
address why a person skilled in the pharmacy arts would look to Schlamp in the first place. As 
noted above, there must be a teaching in the art which suggests the combination - and that 
teaching cannot come from Applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 
1438 (Fed. Cir. 1991). The mere fact that Schlamp teaches a vending device is inadequate. 
Vending devices have existed for over a hundred years, and yet the Examiner fails to explain 
why a person of ordinary skill in the art did not conceive of dispensing filled prescriptions until 
Applicant's invention. The very art of record in the present case demonstrates that the pharmacy 
industry has spent the last thirty years trying to automate prescription delivery , yet no one relied 
on such technology to store and dispense filled prescriptions. See Liff et al., Col. 1, lines 5-58. 
Rather, as will be explained below, vending devices were commonly used to dispense containers 
of medication to the pharmacist who would then fill the prescription by printing and applying a 
label with patient information, use instructions, etc., and hand the filled prescription to the 
patient while counseling the patient on proper use of the medication. 

Furthermore, the teachings of Schlamp would discourage one of skill in the pharmacy art 
from utilizing the system of Schlamp. In Schlamp, access to the contents of a bin is obtained by 
simply entering a customer account number and/or customer number and then providing 
payment. Col 6, lines 33-44. Schlamp does not teach or suggest a mechanism for patient 
counseling, for obtaining verification that the customer actually received the proper medication, 
for confirming that a medication was properly placed in the machine, or the ability to verify that 
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the proper prescription is present. These issues are of significant importance in the field of 
pharmacy, but are likely of much less importance to the customer in Schlamp. 

The Examiner has failed to explain why a person of ordinary skill in the art of dispensing 
medication would look to a vending machine which lacks such protections. While Schlamp may 
be modified to address these issues, doing so is only obvious after one has had the benefit of 
Applicant's disclosure. The historical record simply reinforces this fact. 

Even if one were to view Schlamp as being beneficial in the pharmacy, the Examiner has 
failed to identify any teaching that would suggest loading filled prescriptions into any dispensing 
device, let alone Schlamp. The pharmacy arts contain numerous applications in which vending 
machines are used to improve the prescription filling process. The Examiner, however, has 
failed to show any references which suggest using an automated dispensing machine to dispense 
a filled prescription directly to a patient. 

In order to justify the rejection, the Examiner picks and chooses from aspects of the prior 
art, while simultaneously ignoring teachings in the reference which are inconsistent with the 
offered combination. For example, Liff et al. is cited as part of the combination for rejecting the 
claims. Liff et al., however, actually teaches away from the combination suggested by the 
Examiner. Liff et al. teaches a machine with a plurality of slots for placement in a doctor's 
office or the like. The machine is not disposed on opposing sides of a pharmacy wall. To the 
contrary, the access to the machine is all on the same side. Thus, loading and dispensing occur 
from the same side of the wall. 

Each slot in Liff et al. is filled with a large number of containers of a common 
medication. If a patient needs a prescription, the container of medication is dispensed to the 
doctor or other health care worker, who then fills the prescription by printing and applying to the 
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container a label with patient information. Col. 4, lines 54-59. The other alternative is to 
dispense an unlabeled medicine container to a patient and hope the patient applies the label 
properly. Thus, the Examiner relies on Liff et al. to claim some elements obvious, while 
simultaneously overlooking the underlying teaching of Liff et al. that a label must be applied to 
the container of medication after it has been dispensed to achieve a filled prescription. 

Likewise, Williams et al. teaches a system for improving productivity within the back- 
end of the pharmacy. Williams et al., however, uses conventional will call system, having 
pharmacy staff deliver the medication to the patient. Col. 10, lines 46-62. There is no 
suggestion in either Liff et al. or Williams that the prescription can be dispensed directly to a 
patient after being filled by a pharmacist. Thus, the combination is simply unsupported. 

Additionally, the Examiner asserts that one of ordinary skill in the art would have been 
motivated to use Schlamp's device in Williams' pharmacy to reduce storage area and reduce the 
distance required for the pharmacist to reach the system. Ironically, using the Schlamp device 
would have the exact oppose effect. With the modification proposed by the Examiner, the 
Williams' pharmacy would have to have a traditional shelves for patient medications that will be 
picked up directly from pharmacy staff, and the automated dispenser for those prescriptions that 
will be picked from the dispenser. Simply put, there has been no showing that a person of 
ordinary skill in the art (i.e. a pharmacist) would have looked to Schlamp prior to Applicant's 
disclosure. 

(3) Even if the combination of Schlamp, Williams and Liff et al. were 
supported, the combination does not teach all of the claim elements. 
The Examiner has failed to make a prima facie case of obviousness in that he has failed 
to show either (a) some objective teaching in the prior art that suggests combining the 



20 



references, (b) knowledge generally available to one of ordinary skill in the art which would lead 
that individual to combine the relevant teachings of the references to achieve the invention 
claimed, or (c) that the combination would teach each element of the rejected claims. See In re 
Fine, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 1988). 

When making a rejection under 35 U.S.C. § 103 there are three fundamental areas the 
Examiner is required to cover under 37 CFR § 1.106 and MPEP § 706.02. First, the rejection 
should set forth the differences between the claims and the prior art. Second, the proposed 
modification of the applied references necessary to arrive at the claimed subject matter should be 
set out. Third, there must be an explanation as to why such proposed modifications would be 
obvious. See MPEP 706.02(j). Furthermore, the suggestion to combine the references must 
come from the prior art, and not from the teachings in Applicant's disclosure. In re Vaeck, 
supra. With the above background in mind, the rejections under 35 U.S.C. § 103 will be 
discussed. 

As discussed above, the Examiner failed to provide any teaching in the references which 
suggests the combination. Vending electronics, etc., is markedly different than dispensing 
medication which must be customized for each and every customer, by having labeling with the 
customer's name, the dosage amounts and frequency for taking the medication. Additionally, 
the dispensing of medication is strictly controlled by state law and precautions must be taken to 
ensure that the medication was actually delivered to the patient. Schlamp lacks any suggestions 
to control the dispensing of medication in such a manner. 

In addition to showing a teaching to combine the references, the Examiner is required to 
show both that the combination contains each element of the claims and that the teaching would 
lead that individual to combine the relevant teachings of the references to achieve the claimed 
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invention. In other words, the combination must teach each and every element of the rejected 
claims and suggest the combination of those elements. See In re Fine, 5 U.S.P.Q.2d 1596, 1598 
(Fed. Cir. 1988). Rather than conducting such an analysis, the Final Office action merely 
engages in hindsight reconstruction, selectively picking and choosing from the prior art, while 
ignoring teachings in the art which are inconsistent with the combination asserted. Several of 
these teaches were specifically identify, but remain unaddressed. 

Even if the combination asserted by the Examiner was supported (which it is not), the 
rejections in the Final Office Action are improper because there has been no showing that the 
combination would result in a method including each element of the claims. Throughout 
prosecution of this case, Applicant has repeatedly identified elements in the claims which are not 
taught by the combination raised by the Examiner, and identified teachings in the references 
which teach away from the specific combination in the claims. Each office action, however, 
merely argues that the general combination is proper and again rejects the claims. Thus, 40 
claims (including 7 independent claims) are rejected in two pages of analysis despite the 
substantial difference between the claims. 

To the extent that the remarkably brief rejection even addresses the claim elements, it 
selectively picks and chooses from the prior art and amounts to hindsight reconstruction in a 
manner prohibited by In re Fine, 837 F.2d 1071, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 1988). 
Applicant respectfully submits that the Final Office Action does not make out a prima facie case 
of obviousness as to any of the claims. Specifically, the Final Office Action fails to show how 
the various cited references would be brought together to practice each and every element of the 
claims. Thus, the claims should be allowed. 
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(4) The Claims Rejected Under Schlamp, Williams and Liff et al. are 
Patentable. 

(a) Claim 60 is patentable over the prior art 

Claim 60 combines the elements of filling a prescription, loading the filled prescription 
into a dispenser which is accessible from two sides, storing information about the patient and 
dispensing the medication to a customer only after the information associated with the patient is 
entered. Williams et al. teaches filling a prescription, placing the prescription in a conventional 
will-call area and having pharmacy staff hand the prescription to the patient when ready. Col. 
10, lines 54-62. Liff et al. teaches dispensing the medication filled container, then filling the 
prescription by printing and applying the label with patient information. Neither patent teaches 
nor suggests dispensing directly to a patient a prescription which has been filled by a pharmacist, 
etc. Thus, there is no motivation to dispense a filled prescription by adding a vending machine 
(Schlamp) from some other area of art. 

Schlamp does not teach or suggest use with a prescription. Furthermore, Schlamp 
requires only the entry of a customer number and/or an account number, rather than any 
information specifically tied to a patient. While the Examiner asserts it would be obvious to use 
the device of Schlamp in the pharmacy of Williams et al., he provides no suggestion in any of 
the cited art that teaches or suggest the automated dispensing of filled prescriptions. There are 
numerous systems which teach dispensing a container with medication and then applying a label. 
See e.g. Halvorson (U.S. Pat. No. 4,847,764); Liff et al. However, none of the art teaches the 
desirability of dispensing a prescription filled by a pharmacist - i.e. a container of medication 
which has already been labeled by the pharmacist for a particular patient - directly to a patient. 
Thus, the elements of claim 60 are not taught. As the final office action does not set forth a 
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prima facie case of obviousness, the claim should be allowed. 

(b) Claim 61 is patentable over the prior art 

Claim 61 adds additional novelty. Claim 61 requires that the information regarding both 
the patient and the filled prescription be stored electronically in the control portion. This 
combination of elements is not taught in any of the prior art relied upon by the Examiner. In 
Williams et al., there is no automated dispensing. In Liff et al., the prescription is not filled until 
after the medication container has been dispensed from the machine and a label attached thereto. 
In Schlamp, the merchant merely inputs the customer/account number and the price for the 
ordered goods. Thus, claim 61 is patentable over the prior art, as there is no teaching in the art to 
enter and store information about the filled prescription. 

(c) Claims 62 through 65 are patentable. 

Claim 62 adds the additional novelty of disposing the dispenser in a pharmacy wall. The 
Examiner asserts that the claim is rendered obvious because Schlamp teaches that the unit can be 
disposed in a wall. The Office Action, however, makes no showing why a pharmacy would elect 
to use a dispenser such as Schlamp. There is no motivation to consume additional pharmacy 
space until one appreciates the advantages of dispensing filled prescriptions through an 
automated dispenser. No such teaching has been shown in the cited art. 

Furthermore, the Examiner's suggestion of replacing the will-call area of Williams et al. 
with the automated vending machine of Schlamp would not result in the dispenser being 
disposed in the wall, and would remove the will-call area of Williams et aL, which would be 
necessary for prescriptions that cannot be dispensed through an automated dispenser. Claims 63 
through 65 add further points of novelty and should be allowed. 
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(d) Claim 66 is patentable 

Claim 66 requires that counseling be provided regarding the prescription via the 
automated dispenser. Schlamp provides no teaching regarding counseling, nor does it suggest 
any mechanism for doing so. In Williams et al, any counseling would be provided by the health 
care worker who delivers the medication. Liff et al. either suggests that the filled prescription be 
provided by a health care worker, or a patient being left on their own to convert medicine, labels 
and printouts into a filled prescription. Thus, even if combined, Schlamp, Williams and Liff et 
al. do not teach each element of the claimed invention. 

(e) Claim 67 is patentable. 

Claim 67 is patentable because there is simply no teaching in the references which would 
suggest placing a filled prescription in an automated dispenser and then collecting payment when 
it is dispensed. While Schlamp teaches collecting payment, there is no suggestion in any of the 
references to use Schlamp to dispense a filled prescription. 

(f) Claim 68 is patentable. 

Likewise, Claim 68 adds additional novelty. The claim requires billing an insurance 
company at the time of sale. Contrary to the assertions by the Examiner, this is not taught by 
Liff et al. Specifically, Liff et al. states that it can accept third party payer cards, and that the 
system can "format electronic third party billings for processing by the health care provider." 
Col. 4, lines 35-36 and Col. 9, lines 12-19. Clearly, if the billings will be processed by the health 
care provider they have not been automatically billed to the insurance company at the time of 
sale. Thus, claim 68 should have been allowed. 

(g) Claims 69-74 are patentable. 

Claim 69 includes the element of the dispensing machine verifying the prescription with 
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the customer after the customer enters information, and that the prescription is dispensed after 
verification of the prescription. This element is not taught in the prior art and no explanation is 
given as to why the claim would be obvious. Thus, the rejection is improper both because the 
underlying combination is not supported and because the combination, if proper, does not teach 
the claimed invention. Thus, claim 69 and all claims dependant thereon should be allowed. 

(h) Claims 75-76 and 78-80 are patentable. 

Claim 75 requires that at least two pieces of information are received from the customer 
and verified to ensure that the information identifies a patient corresponding to a filled 
prescription. The Final Office Action failed to demonstrate where each element of claim 75 is 
found in the art, along with the teachings which suggest the specific combination set forth in the 
claims. Thus, claim 75 and all claims dependant thereon should be allowed. 

(i) Claim 77 is patentable. 

Claim 77 adds the further point of novelty of automatically billing a third party at the 
time of sale. Liff teaches accepting a third party payer card or formatting an electronic payment 
request for processing by the health care provider, but fails to teach automatically billing a third 
party at the time of sale. Col. 4, 35-36 and Col. 9, lines 12-19. If a payment request is formatted 
for further processing by the health care service provider, it presumably has not been billed to 
the third party payer at the time of sale. 

As noted in the application, one of the problems faced by pharmacies is the billing of 
customers. If the billing is done at the time the prescription is filled, any charges for 
prescriptions which are not picked up within a defined amount of time must be credited back to 
the insurance company. If the billing is done at the time of sale, the pharmacist or pharmacy 
technician must take time away from patient counseling. The present invention automatically 
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resolves both concerns by automatically billing the third party payer at the time of sale, 
(j) Claim 93 is patentable 

Claim 93 is patentable over the prior art. In addition to requiring multiple pieces of 
information from the patient, claim 93 is patentable because Liff et al. does not teach billing a 
third party once the prescription has been dispensed. Rather, Liff et al. teaches formatting 
information for processing by the health care service provider. Thus, the elements of claim 93 
are not taught in the prior art and claim 93 should be allowed. 

(k) Claims 95- 1 00 are patentable. 

Claim 95 is patentable as the cited art does not teach electronically scanning the 
prescription and storing it in the system and correlating the information about the prescription 
with the location of the prescription as set forth in claim 95. The Final Office Action fails to 
even specifically address this element of the claim and where it is taught in the cited art. Rather 
the Final Office Action asserts that it would be obvious to use sensors to detect prescriptions in 
each of Williams "bins" and that the motivation would be to detect jammed bins and monitor 
inventory. (Final Office Action, page 4). 1 In Liff et al., the sensors (36) are used to monitor 
inventory (i.e. whether there are still containers of medicine A in bin (5)) and to detect jammed 
bins. 

The cited motivation, however, appears to have no relevance to Williams et al. Williams 
et al. teaches automated filling machines 240, 250, 260, 270, and a conventional will-call system 
in which a plurality of shelves or slots (384) are provided to hold the filled prescription until they 
are picked up. It is unclear how these slots (384) could become jammed, or how a sensor in the 



1 It is unclear whether this statement was made relative claim 95 or claim 103, and thus 
Applicant will address the argument with respect to both claims. 
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slots would detect such a jam. Furthermore, a sensor would help monitor inventory if it is used 
in a situation in which a particular slot or bin would have a particular type of medication - 
similar to the bins of Liff et al. In a conventional will-call system such as Williams, however, 
the shelf that holds antibiotics for John Jones one minute may hold skin ointment Sally Johnson, 
moments later. Thus, the Examiner has shown no motivation to use sensors in Williams et al. 

Furthermore, even if sensors were used in Williams et al., the Examiner has failed to 
show that they would be used in the manner set forth in claim 95, namely electronically scanning 
the prescription to store prescription information in the electronic control portion of the 
prescription dispensing system and correlating the location of the filled prescription with the 
information about the filled prescription. Likewise, there is no such teaching in Schlamp. Thus, 
claim 95 and all claims depending therefrom should be allowed. 

(1) Claims 101 and 102 are patentable 

Claims 101 and 102 are patentable. There is simply no suggestion in the prior art to 
selectively pick and choose from Williams et al., Schlamp and Liff et al. to use a method in 
which a plurality of prescriptions are filled and stored in a machine, patient information is 
entered, the location of the prescriptions correlated, and the other elements of the claims. The 
Examiner provides only vague generalities and fails to make a prima facie case that each element 
in the claim is taught in the cited art in such as manner as to suggest their combination to achieve 
the claimed invention. Thus, the claims should be allowed. 

(m) Claims 103-106 are patentable 

In addition to the lack of support for the combination, even the combination suggested by 
the Examiner fails to teach a method which includes sensing the location of a filled prescription 
to verify the location of the prescription. While the Examiner asserts that it would be obvious to 
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use the sensors of Liff et al., the sensors (36) of Liff et al. merely detect whether containers of 
medicine are present in a given bin and whether there is a jam. (Col. 5, lines 8-14) . The 
containers detected are not filled prescriptions and they do not correlate the location of a 
prescription with the identity of a patient. In fact, in Liff et al., there is no filled prescription 
until after the container of medication has been dispensed from the machine and the container 
labeled with patient information. Thus, there is no basis for correlating the location of a filled 
prescription with patient information, because Liff et al. is incapable of such. 

The Examiner's assertion that it would be obvious to use such Liff et al.'s sensors in the 
bins of Williams (Final Office Action page 4), is not only unsupported, it would not result in the 
claimed invention. In fact, the Examiner also suggests that it would be obvious to replace the 
bins of Williams with the machine of Schlamp (Final Office Action page 3). Obviously, if the 
sensors are in the bins of Williams and the bins are replaced with Schlamp, the dispensing device 
lacks sensors. Likewise, if the device of Schlamp is placed next to the bins of Williams, the 
dispensing device lacks sensors, as the Examiner suggests it would be obvious to place the 
sensors in the bins. Furthermore, there is no teaching to place sensors in Schlamp, as the 
machine of Schlamp functions in a materially different way than the dispensing machine of Liff 
etal. 

Thus, there is simply no teaching in the prior art to use any sort of a sensor to verify the 
location of a filled prescription. Thus, claims 103-105 are patentable. Claim 106 depends from 
allowable claim 61 and is also allowable. 

(n) Claim 107 is patentable over the prior art. 

Claim 107 is patentable, as the Examiner has failed to make a prima facie case of 
obviousness. Specifically, claim 107 includes sensing the prescription with an electronic sensor 
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to verify the location of the prescription and requiring the customer to enter multiple piece of 
identifying information. Contrary to the Examiner's assertion, Liff et al does not verify the 
location of a prescription. To the contrary, Liff et al. does not even fill the prescription until 
after the container of medicine has been dispensed from the machine. Likewise, neither 
Schlamp nor Williams teach the use of sensors to verify location of the prescription in a 
dispenser. Thus, there is simply no basis on which to reject claim 107. 

(o) Claim 108 is patentable. 
Claim 108 requires sensing the prescription within the automated dispenser to verify 
location. This is simply not taught in any of the prior art relied upon by the Examiner. Thus, the 
rejection is improper and claim 108 should be allowed. 

(p) Claim 109 is patentable. 
The Examiner has failed to provide any teachings in the prior art which would suggest 
the selective combination of elements from Schlamp, Williams and Liff et al. to achieve all of 
the elements of claim 109. Thus, claim 109 should be allowed. 

(q) Claim 1 10 is patentable. 
The Examiner has also failed to show where any of the prior art teaches scanning the 
prescription prior to loading to enter information about the prescription into the control portion. 
This element is completely inconsistent with Liff et al., as the prescription in Liff et al. is not 
filled until after the container is removed from the machine. Neither Schlamp nor Williams 
provide any teaching which would suggest scanning a prescription to obtain information for the 
controller. Thus, claim 1 10 is patentable. 

(r) Claim 1 1 1 is patentable. 
Nothing in Liff et al. teaches or suggests using a sensor to determine if a filled 
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prescription is located in a receiving structure. To the contrary, Liff et al. teaches a system 
where the sensors merely indicate whether containers of medication are present in a particular 
bin. The container must then be dispensed to the health care provider, who prints a label with 
prescription information, labels the container to create a filled prescription and then hands the 
filled prescription to the patient, or dispensed to the patient who must apply the label, etc. This 
is completely inconsistent with the claimed invention. Likewise, Schlamp and Williams fail to 
disclose use of a sensor to determine if a filled prescription is disposed in the receiving structure 
of an automated dispenser. 

(s) Claim 1 1 2 is patentable. 

As noted above, Liff et al. does not teach the use of automatic billing. To the contrary, 
Liff et al. formats a bill for further processing by the health care provider. Thus, Liff et al. does 
not teach the elements of claim 112. Schlamp and Williams provide no suggestion to modify 
Liff et al. (or vice versa) to provide automatic billing to a third party at the time of sale. Thus, 
claim 1 12 is patentable. 

(B) The Claims Rejected Under Williams in view of Schlamp are patentable. 
(1) Claim 81 is patentable 

Claim 81 is patentable over the cited prior art because the prior art does not teach each of 
the claim elements. For example, claim 81 requires the entry of multiple pieces of information 
associated with a patient (which is not taught in the cited art) and verifying at least one of the 
patient information and prescription information with the person prior to dispensing the filled 
prescription. In Schlamp there is no such teaching, as it would be unnecessary for selling 
fungible goods. Williams lacks such elements as it is unnecessary when the patient is delivered 
to the patient or customer by a health care professional. Because the prior art does not teach the 
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claim elements, they cannot be said to render the claim obvious. 

(2) Claim 82 is patentable. 

Claim 82 is patentable because neither Williams nor Schlamp teach scanning information 
about the filled prescription and sending it to a control unit. While the Examiner provides 
argument why it would be obvious to combine Williams and Schlamp, no argument is provided 
as to where this element is found, taught or even suggested in these references. Thus, claim 82 
should be allowed. 

(3) Claim 83 is patentable. 

Claim 83 is patentable, as none of the art teaches utilizing scanned information to 
determine the location of the filled prescription. Williams uses a conventional open will-call 
area. Schlamp does not teach or suggest such a step. Even Liff et al., which is not cited against 
claim 83, fails to disclose the use of scanned information for locating the prescription. Thus, the 
prior art neither suggests the combination, nor teaches the elements of the claim if combined. 

(4) Claims 84 and 85 are patentable 

Claims 84 and 85 are patenable as each depends from an allowable claim. 

(5) Claim 86 is patentable 

Claim 86 is patentable as neither Williams or Schlamp teaches using a sensor to 
determine if a filled prescription is in a holding receptacle. In fact, neither use sensors in a 
related manner. Thus, the combination of the art simply does not teach verifying the presence of 
a filled prescription in a medication holding receptacle. 

(6) Claim 87 and 88 are patentable 

The prior art does not teach closing a door on the side of the dispensing unit to 
selectively limit access, nor do they teach a plurality of doors for the same purpose. 
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(7) Claims 89 and 90 are patentable 

Neither Schlamp nor Williams teach loading a plurality of prescriptions into the a single 
medication holding receptacle. Likewise, the prior art does not teach dispensing multiple 
prescriptions at once. 

(8) Claim 91 is patentable 

Claim 91 is clearly patentable over the cited art. None of the art teaches dropping a filled 
prescription into a trough for access by a customer after the customer inputs certain information. 
Even if the combination of Williams and Schlamp were proper, the elements of claim 91 are 
simply not taught. Applicant has raised this lack of teaching in the prior art, but received no 
response in the Final Office Action. Thus, the Examiner has failed to make a prima facie case of 
obviousness and claim 91 should be allowed. 

(9) Claim 93 is patentable 

As noted above, claim 93 is patentable over Williams, Schlamp and Liff et al. because 
none of the references teach billing a third party payer once the prescription has been dispensed. 
Liff et al. teaches preparing forms for further processing by the health care provider. Schlamp is 
completely irrelevant, as it does not teach third party billing. Williams suggests conventional 
pharmacy billing. Thus, Claim 93 is allowable over Williams and Schlamp alone. 

(10) Claim 94 is patentable. 

Claim 94 teaches periodically removing the undispensed prescriptions. This is not taught 
by either Williams or Schlamp. Thus, claim 94 is allowable. 
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(C) The Examiner failed to give any weight to secondary indicia of 
nonobviousness. 

The Final Office Action is also flawed because it fails to take into account the secondary 
considerations of nonobviousness. In Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966) and many cases since, the Courts have identified different factors which must be 
considered when such secondary evidence is present. These include, evidence of commercial 
success, fulfilling a long-felt need, and the failure of others to solve the problem and copying. 
Custom Accessories, Inc. v. Jeffrey-Allan Industries, 807 F.2d 955, 960 (Fed.Cir.1986). 
Secondary considerations must be considered before a decision on obviousness is reached. 
Stratoflex, Inc. v. Aeroquip Corp. } 713 F.2d 1530, 1538 (Fed.Cir.1983). Furthermore, secondary 
considerations may be the most revealing evidence available, Ashland Oil, Inc., v. Delta Resins 
& Refractories, Inc., 776 F.2d 281, 306 (Fed.Cir.1985), cert, denied, 475 U.S. 1017, 106 S.Ct. 
1201, 89 L.Ed.2d 315 (1986); Custom Accessories, Inc., 807 F.2d at 960; W.L. Gore & 
Associates v. Garlock, Inc., 721 F.2d 1540, 1555 (Fed.Cir.1983), cert, denied, 469 U.S. 851, 105 
S.Ct. 172, 83 L.Ed.2d 107 (1984), and are entitled to great weight when the evidence is strong. 
Simmons Fastener Corp., 739 F.2d at 1576. See also Panduit Corp. v. Dennison Manufacturing 
Co., 810 F.2d 1561, 1569 (Fed.Cir. 1987), cert, denied, 481 U.S. 1052, 107 S.Ct. 2187, 95 
L.Ed.2d 843 (1987) (" f In appraising an inventor's contribution to the art ... the most reliable test 
is to look at the situation before and after it appears' ") (quoting Safety Car Heating & Lighting 
Co. v. General Electric Co., 155 F.2d 937, 939 (2nd Cir.1946) (L. Hand, J.)). 

In the present case, there is no dispute that there is a long-felt need. The record in the 
present case contains numerous patents which attempt to improve the efficiency of delivering 
medication to patients. Williams, Liff et al., Lion (U.S. Pat. Nos. 5,838,575 and 6,330,491) and 
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other patents which have been cited by both the Examiner and Applicant demonstrate that there 
is a need to improve the delivery of medication to patients. See e.g. U.S. Pat. Nos, 4,847,764; 
5,377,864; 5,408,443; 5,713,485; 6,021,392; 6,219,587; 6,256,967; 6,352,200; and. U.S. 
Provisional Application No. 60/210,303. 

There has been substantial recognition of the load placed on pharmacists, as noted in U.S. 
Pat. No. 5,838,575 (Lion) Col. 1, lines 17-64. Attempts at automating portions of 
pharmaceutical delivery have been made for more than thirty years. Liff et al., Col. 1 , lines 5-6. 
Despite these attempts, however, there was still a need for improvement at the time Applicant 
made his invention. 

Much of the prescription filling art of record in this case typically falls into two general 
categories. One teaches methods for speeding up the back end - i.e. prescription filling - of the 
pharmacy. Liff et al. and Williams are prime examples of this approach to solving the need. 
The other common approach seeks to replace the pharmacy with an integrated filling/dispensing 
kiosk. Examples of such systems are discussed in U.S. Pat. Nos. 5,838,575; 6,330,491 and 
6,529,801 . Thus, it is clear from the volume of patents attempting to improve prescription filling 
and delivery that there is a long-felt need. 

None of this art, however, teaches using a machine to receive and then dispense a filled 
prescription. Thus, there is a demonstrated long-felt need and Applicant has provided a solution 
to that need. 

The desirability of Applicant's solution is demonstrated by those who have sought to 
apply Applicant's solution to the problem. Applicant filed his patent application in September 
2000 and began installing prototypes of his invention. The PCT application for the invention 
was published on March, 14, 2002. 
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On August 27, 2002, Ken Rosenblum filed a continuation-in-part application to the 
application which issued as U.S. Patent No. 6,529,8801. Mr. Rosenblum's original application 
taught the desirability of providing a unit that would utilize bulk containers of medicine to fill a 
container with medicine, apply a label and then dispense the filled prescription to a patient 
without intervention by a pharmacist. In his continuation in part application, however, Mr. 
Rosenblum added the concept of a dispenser which received filled prescriptions from pharmacy 
staff. Ironically, Mr. Rosenblum has received U.S. Pat. No. 6,892,941 for the invention, despite 
filing his application nearly two years after the priority date of Applicant. 

Mr. Rosenblum is not the only inventor to decide that it is an improvement to provide an 
automated dispenser for receiving filled prescriptions from a pharmacist for later delivery to a 
patient. Linda Pinney et al. have filed two patent applications for dispensing units for deliver 
filled prescriptions. See U.S. Patent Appl. Nos. 10/801,321 and 10/880,269. Both applications 
claim back to a Provisional Application 60/484,544 filed July 1, 2003. 

In 2004, Stuart Baker et al. filed U.S. Patent Application Nos. 10/830,365 and 
10/927,167 which disclosed machines which pharmacy staff can loade with filled prescriptions 
so that the filled prescriptions are dispensed directly to the customer. 

The fact that the Examiner has been unable to find any patents or references which teach 
automated dispensing of a filled prescription prior to Applicant's priority date in September 
2000 and that no fewer than five applications have been filed disclosing machines configured to 
dispense filled prescriptions have been filed since the public disclosure of Applicant's invention 
strongly suggests that Applicant's invention was nonobvious in 2000 and that it met a long-felt 
need in the industry. 

In addition to the substantial evidence that others have adopted Applicant's approach to 
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improve the dispensing of filled prescriptions, the Final Office Action failed to consider the 
evidence submitted that Applicant has received substantial unsolicited media coverage of the 
devices which implement the invention, and has received significant product inquiries and orders 
for the invention. (See Declaration of William Holmes, Appendix B, Exhibit 1). Stories about 
prescription dispensing machines that are loaded with filled prescriptions in accordance with the 
present invention have been featured on Good Morning America (Appendix B, Exhibit 2), 
Channel 8 News (Appendix B, Exhibit 2), CNN Live at Daybreak (Appendix B, Exhibit 3), ABC 
News (Appendix B, Exhibit 4), LA Times.com (Appendix B, Exhibit 5) and DRUG TOPICS 
(Appendix B, Exhibit 6). It should thus be appreciated that Applicant's invention represents a 
revolution in pharmacy technology. The Final Office Action, however, failed to even address 
any of the evidence of nonobvious that was submitted. Thus, the rejection of the claims should 
be reversed. 

(8) CLAIMS APPENDIX 

Claims 1-59 have been canceled. A copy of currently pending claims 60-1 12, as stand 
rejected and as are appealed herein, is attached as "Appendix A." 

(9) EVIDENCE APPENDIX 

Attached hereto as Appendix B, are is the following evidence, which was submitted as 
part of Applicant's Amendment on December 14, 2005. 
Exhibit 1 - Declaration of William Holmes 

Exhibit 2 - Video from Good Morning America and from Channel 8 News 
Exhibit 3 - CNN Live at Daybreak 
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Exhibit 4 - ABC News 
Exhibit 5 - LATimes.com 
Exhibit 6 - DRUG TOPICS 
It is requested that the evidence be entered and considered. 

( 1 0) RELATED PROCEEDINGS APPPENDK 
There are no related proceedings. 
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The commissioner is hereby authorized to charge any amount owing and to credit 
any overpayment to Account No. 502720, 

Respectfully submitted, 




iall B. Baterd 
Registration No. 37,774 
Attorney for Applicant 
8 East Broadway, Suite 550 
P.O. Box 1319 
Salt Lake City, Utah 841 10 

Tel (801) 533-0320 
Fax. (801) 533-0323 



E-mail: rbb@utah-ip.com 
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APPENDIX A 



60. (Previously Presented) A method for dispensing medication comprising: 

filling a prescription by placing information unique to a single patient on a 
container of medication; 

utilizing an automated medication dispenser, the dispenser being located in a 
pharmacy such that a first side of the dispenser is accessible by a pharmacy worker and such that 
a second side of the dispenser is accessible to the public, the dispenser having a plurality of 
receptacles configured for receiving filled prescriptions and having a control portion configured 
for operating the dispenser; 

loading the filled prescription into one of the plurality of receptacles through the 
first side of the dispenser; 

storing information associated with the single patient sufficient to identify the 
single patient electronically in the controller; 

storing the location of the filled prescription within the dispenser via the control 

portion; 

associating the location of the filled prescription with the information associated 
with the single patient in the controller; 

providing access to the second side of the dispenser so as to allow a customer to 
input information associated with the single patient into the controller; 

dispensing the prescription to the customer once the information associated with 
the single patient has been entered. 
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61. (Previously Presented) The method of claim 60, wherein the method comprises: 

filling a plurality of prescriptions for a plurality of patients by placing information 
unique to each of the patients on one or more containers of medication corresponding to the 
particular patient's prescription or prescriptions; 

loading the plurality of filled prescriptions into the plurality of receptacles, and 
storing electronically via a control portion information regarding the filled prescriptions; 

storing electronically, via the control portion, information corresponding to the 
plurality of patients and sufficient to identify each of the plurality of patients; 

storing the locations within the dispenser of each of the plurality of filled 
prescriptions in the control portion; 

associating the locations of each of the plurality of filled prescriptions with the 
information corresponding to the particular patient which corresponds to the particular 
prescription in the control portion; 

providing public access to the second side of the dispenser so as to allow a 
customer to input information associated with a patient into the controller; 

dispensing to the customer the filled prescription or prescriptions corresponding 
to a patient once information sufficient to identify the patient has been entered. 

62. (Previously Presented) The method of claim 60, wherein the method further 
comprises selecting a medication dispenser which is disposed in a pharmacy wall. 

63. (Previously Presented) The method of claim 60, wherein the first side of the 
medication dispenser is disposed opposite the second side of the dispenser. 
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64. (Previously Presented) The method of claim 60, wherein the second side of the 
dispenser has an opening configured for selectively allowing a customer to retrieve at least one 
prescription. 

65. (Previously Presented) The method of claim 60, wherein the method further 
comprises opening one of a plurality of doors to provide access to the filled prescription. 

66. (Previously Presented) The method of claim 60, wherein the method further 
comprises providing counseling regarding the prescription to the customer via the automated 
dispenser. 

67. (Previously Presented) The method of claim 60, wherein the method further 
comprises collecting payment from the customer for the prescription. 

68. (Previously Presented) The method of claim 60, wherein the method further 
comprises automatically billing an insurance provider for the prescription at the time of sale. 

69. (Previously Presented) A method for dispensing prescriptions comprising: 

transmitting at least one prescription for medication to a pharmacist; 

filling the at least one prescription by preparing a container of medication bearing 
information specific to an identified patient; 

utilizing an automated prescription dispensing machine, the machine having a 
plurality of receptacles configured for receiving filled prescriptions comprising labeled 
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containers of medication and having a control portion configured for controlling the dispensing 
of the filled prescriptions from the machine; 

loading the at least one filled prescription into one of the plurality of receptacles; 

entering the location of the at least one filled prescription, patient information, 
and prescription information into the control portion; 

providing means whereby a customer may enter information; 

automatically verifying the prescription with the customer after the customer 
enters sufficient information to confirm the identity of a patient; and 

dispensing at least one of the at least one filled prescriptions to the customer after 
verification of the prescription. 

70. (Previously Presented) The method of claim 69, wherein the method further 
comprises: 

transmitting a plurality of prescriptions for medication to a pharmacist; 
filling a plurality of prescriptions; 

loading each of the plurality of filled prescriptions into receptacles of the plurality 

of receptacles; 

entering for each of the plurality of filled prescriptions the location of the filled 
prescription and patient information; and 

dispensing to a customer one or more of the plurality of filled prescriptions 
corresponding to a single patient in response to the entry of information sufficient to identify the 
patient into the dispenser. 
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71. (Previously Presented) The method of claim 69, wherein the method further 
comprises charging the customer for the dispensed filled prescription. 

72. (Previously Presented) The method of claim 69, wherein the dispensing machine is 
located in a pharmacy wall. 

73. (Previously Presented) The method of claim 69, wherein the method further 
comprises having pharmacy staff load the filled prescription into the dispensing machine. 

74. (Previously Presented) The method of claim 69, wherein the method further 
comprises allowing customers to receive prescriptions from the dispensing machine after the 
pharmacy is closed. 

75. (Previously Presented) A method for dispensing prescription medication comprising: 

receiving a plurality of written or electronic prescriptions for medication 
corresponding to a plurality of different patients at a pharmacy; 

filling the plurality of prescriptions by preparing containers of medication having 
information specific to an identified patient thereon; 

utilizing an automated medication dispenser which is accessible to the public, the 
dispenser having a plurality of receptacles configured for receiving a plurality of filled 
prescriptions, and having a control portion for controlling the dispensing of medication from the 
dispenser; 

loading the plurality of filled prescriptions in the plurality of receptacles; 
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entering the location of each of the plurality of filled prescriptions and 
information associated with each patient of the plurality of different patients into the control 
portion; 

correlating the location of each of the plurality of filled prescriptions to the 
information entered for the corresponding patient; 

receiving at least two pieces of information from a customer and verifying 
whether the information entered properly identifies a patient corresponding to a filled 
prescription which is stored in the dispenser; and 

dispensing a filled prescription from the dispenser in response to entry of 
information by a customer which corresponds to that prescription and to the patient. 

76. (Previously Presented) The method of claim 75, wherein then method further 
comprises charging the customer for at least a part of the cost of the prescription. 

77. (Previously Presented) The method of claim 75, wherein the method further 
comprises automatically billing an insurance company for at least a part of the prescription, at 
the time of sale. 

78. (Previously Presented) The method of claim 75, wherein method comprises 
dispensing the filled prescription via an opening so that it is accessible by the customer. 

79. (Previously Presented) The method of claim 75, wherein the method further 
comprises providing a plurality of doors in communication with the plurality of receptacles and 
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selectively actuating one of the plurality of doors after the patient enters sufficient information to 
identify the patient. 

80. (Previously Presented) The method of claim 75, wherein the method further 
comprises selectively releasing from one of the plurality of receptacles a filled prescription 
corresponding to a customer after the customer enters information sufficient to identify and 
provide authorization of a patient so as to allow the customer to retrieve the prescription. 

81. (Previously Presented) A method for dispensing filled prescriptions, the method 
comprising: 

filling a prescription by preparing a container of medication with a label bearing 
patient information; 

loading the filled prescription into an automated prescription dispensing system 
disposed so as to be accessible from both sides of a pharmacy wall, one side inside the pharmacy 
being configured for loading prescriptions into the automated prescription dispensing system, 
and another side being configured for dispensing the filled prescription to the public on the 
opposing side of the pharmacy wall; and 

dispensing the filled prescription to a customer outside the pharmacy wall in 
response to information input by a person; 

wherein the method further comprises requiring multiple pieces of information associated 
with a patient and verifying at least one of patient information and prescription information with 
the person prior to dispensing the filled prescription. 
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82. (Previously Presented) A method for dispensing filled prescriptions, the method 
comprising: 

filling a prescription by preparing a container of medication with a label bearing 
patient information; 

loading the filled prescription into an automated prescription dispensing system 
disposed so as to be accessible from both sides of a pharmacy wall, one side inside the pharmacy 
being configured for loading prescriptions into the automated prescription dispensing system, 
and another side being configured for dispensing the filled prescription to the public on the 
opposing side of the pharmacy wall; and 

dispensing the filled prescription to a customer outside the pharmacy wall in 
response to information input by a person; 

wherein the method comprises scanning information about the filled prescription and 
sending the information to a control unit. 

83. (Previously Presented) The method according to claim 82, wherein the method 
further comprises utilizing the scanned information to determine the location of the filled 
prescription within the automated prescription dispensing system. 

84. (Previously Presented) The method according to claim 81, wherein the method 
comprises utilizing information input by the customer into a control unit and dispensing the 
filled prescription to the person when adequate information has been received to verify that the 
customer has authorization to pick-up the filled prescription. 
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85. (Previously Presented) The method according to claim 81, wherein the method 
comprises placing the filled prescription in a medication holding receptacle and correlating 
which medication holding receptacle holds the filled prescription with information correlated 
with the patient. 

86. (Previously Presented) The method according to claim 85, wherein the method 
comprises using a sensor to determine if a filled prescription is in a medication holding 
receptacle. 

87. (Previously Presented) The method according to claim 81, wherein the method 
comprises selectively closing at least one door on the side of the automated prescription 
dispensing system in which filled prescriptions are loaded to selectively limit access to the filled 
prescriptions. 

88. (Previously Presented) The method according to claim 87, wherein the method 
comprises providing a plurality of doors disposed adjacent medication holding receptacles and 
where the doors selectively inhibit dispensing filled prescriptions from the medication holding 
receptacles. 

89. (Previously Presented) The method according to claim 81, wherein the method 
comprises disposing a plurality of filled prescriptions in a single medication holding receptacle. 

90. (Previously Presented) The method according to claim 89, wherein the method 
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comprises dispensing the plurality of filled prescriptions in response to information input by a 
customer and associated with a patient. 

91. (Previously Presented) The method according to claim 81, wherein the method 
comprises removing at least one filled prescription from at least one medication holding 
receptacle and dropping the filled prescription into a trough from which it can be retrieved by a 
customer in response to information input by a customer. 

92. (Previously Presented) The method according to claim 81, wherein the method 
further comprises charging the customer for the filled prescription prior to dispensing the filled 
prescription. 

93. (Previously Presented) The method according to claim 81, wherein the method 
further comprises billing a third party for at least a portion of the cost of a prescription once the 
prescription has been dispensed. 

94. (Previously Presented) The method according to claim 81, wherein a plurality of 
filled prescriptions are disposed in the automated prescription dispensing system, and wherein 
the filled prescriptions which have not been dispensed are periodically removed from the 
automated prescription dispensing system by pharmacy personnel. 

95. (Previously Presented) A method for dispensing a prescription, the method 
comprising: 
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filling a prescription by preparing a container of medication having a patient's 
name and other prescription information thereon by pharmacy personnel; 

pharmacy personnel placing the filled prescription in a medication holding 
receptacle of a prescription dispensing system having a medication holding area with a plurality 
of medication holding receptacles; 

electronically scanning the prescription to thereby store information about the 
prescription in an electronic control portion of the prescription dispensing system; 

correlating the location of the filled prescription with the information about the 
filled prescription; 

dispensing the filled prescription directly to a customer after the customer inputs 
information correlated to at least one of the prescription and patient to verify that the customer is 
authorized to receive the prescription. 

96. (Previously Presented) The method according to claim 95, wherein the method 
comprises charging the customer prior to dispensing the filled prescription. 

97. (Previously Presented) The method according to claim 95, wherein the method 
comprises disposing the prescription dispensing system so that a loading side is disposed on a 
side of a pharmacy wall accessible to pharmacy personnel, and a dispensing side is disposed 
where it is accessible to customers. 

98. (Previously Presented) The method according to claim 95, wherein the method 
comprises loading filled prescriptions into the prescription dispensing system on a side opposite 
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the side accessible to customers. 

99. (Previously Presented) The method according to claim 95, wherein the method 
further comprises releasing the prescription from the receptacle so as to allow the customer to 
retrieve the prescription. 

100. (Previously Presented) The method according to claim 99, wherein the prescription 
dispensing system further comprises a plurality of dispensing doors corresponding to the 
plurality of receptacles, and wherein the method further comprises selectively actuating one of 
the plurality of dispensing doors to dispense a filled prescription in response to input by a 
customer. 

101 . (Previously Presented) A method for dispensing prescription medication 
comprising: 

transmitting a plurality of prescriptions for a plurality of patients to a pharmacy; 

filling the plurality of prescriptions by preparing containers of medication having 
information specific to a patient disposed thereon; 

utilizing an automated prescription dispensing machine located in a pharmacy 
which is accessible to a pharmacist for loading prescriptions into the dispensing machine and 
accessible to the public for dispensing prescriptions from the dispensing machine, the 
prescription dispensing machine comprising a plurality of prescription receiving structures, a 
control portion, and a customer or patient interface; 
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entering information regarding each of the plurality of patients into the control 
portion, the information being sufficient to identify each of the plurality of patients; 

loading the plurality of prescriptions into the dispensing machine by disposing the 
prescriptions on or in the plurality of prescription receiving structures; 

correlating the location of each of the prescriptions to the identity of the patient 
corresponding to the prescription; 

allowing a customer to enter information associated with a filled prescription or 
patient into the computer controller via the customer or patient interface; 

confirming that a prescription for the patient is loaded into the dispensing 

machine; 

receiving payment from the patient for the prescription; and 

dispensing the prescription to the patient by moving the prescription from the 

prescription receiving structure and dropping the prescription into a dispensing trough separate 

from the prescription receiving structure. 

102. (Previously Presented) The method of claim 101, wherein the method further 
comprises selecting a dispensing machine having a plurality of dispensing doors associated with 
the plurality of prescription receiving structures, and wherein the method further comprises 
dispensing a prescription to a patient by selectively actuating one of the plurality of dispensing 
doors. 

103. (Previously Presented) A method for providing a prescription to a patient 
comprising: 
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transmitting the prescription to a pharmacy; 

having a pharmacist fill the prescription by preparing container of medication 
having information specific to the patient; 

utilizing an automated dispenser, the dispenser being located at least partially in 
the pharmacy and having a plurality of prescription receiving structures for holding a plurality of 
prescriptions, and configured for allowing the patient to receive the prescription without 
interaction with the pharmacist; 

having the pharmacy staff load the prescription into the dispenser by placing the 
prescription on or in one of the plurality of prescription receiving structures; 

sensing the prescription via sensors integral to the automated dispenser to verify 
the location of the prescription; 

associating the location of the prescription with the identity of the patient in a 
dispenser controller; 

allowing a customer to enter information into the dispenser associated with a 
filled prescription; and 

dispensing the prescription to the customer. 

104. (Previously Presented) The method of claim 103, wherein the dispenser is located in 
the wall of the pharmacy. 

105. (Previously Presented) The method of claim 103, wherein the method further 
comprises: 

having the pharmacist fill a plurality of prescriptions for a plurality of patients; 
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loading the plurality of prescriptions into the dispenser by placing the plurality of 
prescriptions on or in the plurality of prescription receiving structures; 

associating each of the plurality of prescriptions with the identity of the patient 
corresponding to each of the plurality of prescriptions; 

dispensing one of the plurality of prescriptions in response to a customer entering 
sufficient information into the dispenser to identify a patient. 

106. (Previously Presented) The method of claim 61, wherein the method further 
comprises dispensing a plurality of filled prescriptions to a plurality of different customers. 

107. (Previously Presented) A method for dispensing prescription medication 
comprising: 

loading a filled prescription comprising a container of medication bearing 
information specific to a patient into one of a plurality of receiving structures of an automated 
prescription dispenser, the dispenser being located in a pharmacy so as to be accessible to 
pharmacy personnel and to pharmacy customers; 

sensing the prescription with an electronic sensor to verify the location of the 

prescription; 

receiving, from a customer, identifying information through a control portion of 
the dispenser information that is sufficient to confirm the identity of the customer; 

requiring the customer to enter multiple pieces of information to confirm the 
identity of the patient and/or prescription; 

the dispenser verifying the prescription with the customer; and 



54 



dispensing the prescription from automated prescription dispenser to the customer 
after verification of the prescription. 

108. (Previously Presented) The method of claim 107, wherein sensing the prescription 
with an electronic sensor comprises automatically sensing the prescription within the automated 
prescription dispenser to verify location. 

109. (Previously Presented) The method of claim 107, wherein the method further 
comprises moving the prescription from the receiving structure to a separate dispensing structure 
to dispense the prescription to the customer. 

110. (Previously Presented) The method of claim 107, wherein sensing the prescription 
with an electronic sensor comprises scanning the prescription before or during loading to enter 
information about the prescription into the control portion of the dispenser. 

111. (Previously Presented) The method of claim 107, wherein sensing the prescription 
with an electronic sensor comprises utilizing the sensor to determine if a filled prescription is in 
a receiving structure. 

112. (Previously Presented) The method of claim 107, wherein the method further 
comprises the dispenser automatically billing a third party for at least a portion of the cost of the 
prescription. 
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APPENDIX B 



Exhibit 1 - Declaration of William Holmes 

Exhibit 2 - Video from Good Morning America and from Channel 8 News 
Exhibit 3 - CNN Live at Daybreak 
Exhibit 4 - ABC News 
Exhibit 5 - LATimes.com 
Exhibit 6 - DRUG TOPICS 
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